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DETAILED ACTION 
Claim Rejections - 35 USC§112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 1-11 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

3. Regarding claims 1 and 7, the phrase "such as" renders the claim indefinite because it is 
unclear whether the limitations following the phrase are part of the claimed invention. See 
MPEP§ 2173.05(d). 

4. Regarding claims 1 and 7, the phrase "and the like" renders the claim(s) indefinite 
because the claim(s) include(s) elements not actually disclosed (those encompassed by "or the 
like"), thereby rendering the scope of the claim(s) unascertainable. See MPEP § 2173.05(d). 

5. Claims 1 and 7 recite the limitations "the recipient" and "the package". There is 
insufficient antecedent basis for these limitations in the claims. 

6. With respect to Claim 1, the phrase "into an automatic distribution reader for the machine 
readable ID number" is indefinite. It is unclear to the examiner what is "for" the machine 
readable ID number. Does this mean when the card is inputted, it obtains the ID number? 

7. Claim 1 recites the limitation "the basis" in line 20. There is insufficient antecedent basis 
for this limitation in the claim. 

8. With respect to Claim 2: the phrase "as an additional condition" is indefinite. The prior 
claim does not really disclose any conditions, so it is unclear how this can be an additional 
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condition. Furthermore, does this mean that the following steps are not always performed, and 
what is the actual condition? 

9. With respect to Claim 3: the phrase "and is retained" is indefinite. It is unclear to the 
examiner what is actually being retained. 

10. With respect to Claim 4: this claim appears to insert a step into the independent claim, 
however, the claim is grammatically incorrect with what appears to be a list with multiple "and" 
in there, therefore it is unclear where the step is actually inserted, and furthermore, it is unclear 
as to what exactly is being done "before" everything else. 

1 1 . With respect to Claim 4: the phrase "if required" is indefinite. It is unclear if it is actually 
required or if it isn't? 

12. Claim 5 recites the limitations "the payment", "the amount" and "the dispatch". There is 
insufficient antecedent basis for these limitations in the claim. 

13. Claims 6 and 1 1 recites the limitation "the input code". There is insufficient antecedent 
basis for this limitation in the claims. 



Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

15. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
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claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

16. Claims 1-3 and 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Komel (4,894,717) in view of Curtis (5,509,572). 

17. With respect to Claims 1 and 7: Komel discloses the use of a method for automatic 
distribution of packages (see abstract) comprising the steps of: 

a. Delivering a package notification card (Column 2, lines 45-50) with an ID on the 
card that is also on the package that is stored (Column 2, lines 18-44). 

b. Inputting the notification card into a reader (Column 2, lines 45-50) 

c. Retrieving the package from a storage locker and closing the locker after retrieval 
(Column 3, line 56 to Column 4, line 12). 

1 8. Komel however fails to disclose that once the card is read, to automatically retrieve the 
item from storage, and to transport the item to a bin, where it is collected by a user. Curtis 
discloses a self-service pick-up machine, where a customer identifies their selves, the machine 
retrieves the item from a storage location and delivers it to a closeable area (See Figure 1, 
Column 2, lines 20-42). It would have been obvious to one having ordinary skill in the art at the 
time the invention was made, to modify Komel, to include the automatic retrieval of items from 
storage, as disclosed by Curtis, in order to provide a practical pick-up machine, which is 
completely automatic to reduce operational costs. (See Curtis, Column 1). 
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19. With respect to Claims 2 and 8: See Komel, Column 2, lines 1-44. 

20. With respect to Claim 3 and 9: See Komel, Column 2, lines 37-44. 

21. With respect to Claim 6: Komel and Curtis, discloses the use of a car reader to read the 
notification card, but fail to disclose the reader being a handheld scanner. 

22. At the time the invention was made it would have been an obvious matter of design 
choice to a person of ordinary skill in the art to have the card reader be a handheld scanner, 
because Applicant has not disclosed that the use of a handheld scanner provides an advantage, is 
used for a particular purpose or solves any stated problem. One of ordinary skill in the art, 
furthermore would have expected Applicant's invention to perform equally well with a magnetic 
card reader or a handheld scanner, because both of these readers are equivalents in the art. 

23. Therefore, it would have been an obvious matter of design choice to modify Komel and 
Curtis, to include a handheld scanner, as specified in Claim 6. 

24. Claims 4 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Komel 
and Curtis as applied to claims 1 and 7 above, and further in view of Stephens et al. (6,323,782). 

25. Komel and Curtis, discloses the claimed invention except for the delivery facility 
transmitting package information to a central location for tracking purposes. Stephens discloses 
a delivery locker, where the status of the enclosure and item delivered to the enclosure is sent to 
a central processor, for tracking purposes (Column 10, line 62 to Column 11, line 6). It would 
have been obvious to one having ordinary skill in the art at the time the invention was made to 
modify the system of Komel and Curtis, to include sending status information about the item to a 
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central processing controller, as disclosed by Stephens, in order for a user to be able to find out if 
and when an item has been delivered. See Stephens, Column 1 1) 

26. Claims 5 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Komel 
and Curtis as applied to claims 1 and 7 above, and further in view of Umeda et al. (6,010,064). 

27. Komel and Curtis, discloses the claimed invention except for the use of payment being 
received before the item is given to the user. Umeda discloses of a commodity locker apparatus 
for picking up delivered items (See abstract), where the user pays for the service of the item 
before the lock on the locker is unlocked for the retrieval of the item (Column 5, lines 57-67). It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to modify the system of Komel and Curtis, to include the means and steps of the user 
entering a payment before the item is retrieved, as disclosed by Umeda, in order to provide a less 
cumbersome, more reliable system for collection of charges of a service. (See Umeda, columns 9 
and 10). 

Conclusion 

28. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Watabe (5,223,829) discloses a locker apparatus for storage of delivered items, and 
Hirschfeld et al. (4,997,076) discloses the use of a merchandise system which automatically 
retrieves goods from a storage location. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jamisue A. Webb whose telephone number is (703) 308-8579. 
The examiner can normally be reached on M-F (7:30 - 4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (703) 308-2702. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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